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For the Meeting of Scientific and Advisory Council
Of the Intellectual Property Court
MEMORANDUM
Information intermediaries liability. Use of trademarks on the Internet.
1. On possibility of recognition of online resources used for the sale of goods through the Internet as information intermediaries within the meaning of Article 12531 of the Civil Code of the Russian Federation.



In accordance with paragraph 1 of Article 12531 of the Civil Code of the Russian Federation information intermediaries are liable for the infringement of exclusive rights, if found guilty and passing the tests set forth in paragraphs 2 and 3 of the article. In court practice, a question about the applicability of the provisions of this article to Internet resources used for the sale of goods has arisen.
The following types of internet resources that may qualify as information intermediaries and and their activities were identified:

1) An online resource, which creates the conditions for the sale of goods by others through providing them with the possibilities for placement of sale offers. And it receives payments for the sale of goods (in form of either as a sale fee, or in others way);
2) an online resource, which creates the conditions for the sale of goods by others through providing them with the possibilities for placement of sale offers. And it receives payments for providing the “space” on the website;

3) an online resource, which sells goods produced by others on its own behalf;

4) an online resource, used as web search engine to find offers for the sale of goods. This kind of resources receives revenue not from the sale of goods, but from the publication of related advertisements. 
The following options for infringement of the exclusive rights by these online resources are possible:

1) the online resource distributes infringing goods;

2) the online resource distributes goods, but in the sale offer on the website intellectual property and means of individualization are used without the consent of their rightholder.

To be used as standards to determine whenever the online resource can be identified as information intermediaries the following can be discussed among others:

1. The profit attainment criteria.
In earlier court practice an approach was created, according to which the rules on information intermediaries do not apply to online resources, which are receiving revenue from direct distribution of goods when offer on the website intellectual property and means of individualization are used without the consent of their rightholder. The decision of the Presidium of the Supreme Arbitration Court of the Russian Federation of 01.11.2011 № 6672/11 stated that courts have to check if the online resources received revenue from any actions of people and entities using it, while exclusive rights of others were violated.
This approach had been adopted before article 12531 was added to the Civil Code of the Russian Federation. This article which does not directly enshrine the profit attainment.

At the same time the following approach seems to be possible. In accordance with it the resource, receiving revenue not from giving the opportunity of publishing the materials (information) or from giving the opportunity to get the access to the material, is not identified as an information intermediary. 
2. The criteria of subject responsible for allocation of the information. 

It seems to be possible to distinguish who is information intermediary and who is not with the help of the allocation criteria: based on the answer to the question of who particularly has allocated information on the online resource.

3. The present ability of the online resource to moderate and change information allocated on it criteria. 

It is suggested to discuss the following: wherever the online resource checks the content before its being placed by the user (from the technological and (or) essence point of view), and wherever it must make this check (taking into account the amount of resources that would be spent on it). 
If at least of one of the named criterias is not fulfilled the online resource cannot be defined as an information intermediary.
2. On the necessary and sufficient measures which are to be made by the information intermediary in case of a rightholder’s claim. 

An information intermediary is not responsible for allocated on it by a third party materials infringing intellectual property rights. He is not liable if after receiving a rightholder claim about the infringement with information specifying the webpage with the disputed material, intermediary will do all the necessary and sufficient measures to stop the infringement of intellectual property rights.
At the same time the Civil Code of the Russian Federation enshrines that the list of necessary and sufficient measures can be named by the statute.

Currently Russian legislation does not contain the mentioned above list, that is why we suggest to discuss what the criterias of sufficiency of measures by an information intermediary can be used.
3. On determination of number of infringements of the trademark in case of identical trademarks or confusingly similar trademarks being allocated in the Internet in different goods sale offers on different webpages of the same website.
There are a number of views on this issue:
a) the number of the trademark infringements should be determined by the product numbers of the goods, which are offered to be sold on the particular web-page of the website; 

b) the number of the trademark infringements should be determined by the number of the web-pages on which the infringement of the trademark occurs;
The following approach is also seen as possible. 

The usage of the similar or homogeneous trademark on goods without permission of the rightholder forms one infringement no matter number of product numbers of the goods or how many webpages of the same website contain the infringed intellectual property object. 
Thus, product numbers of the good allocated on the concrete section of the website or the number of pages where the object with the infringed right is allocated can be taken into consideration while defining the amount of compensation. 

At the same time, allocation of identical or confusingly similar trademark on the online resource on different goods (services) forms independent facts of infringement.

4. On implementation of subsection 2 section 4 of article 1515 of the Civil Code or Russian Federation in trademark infringement on the Internet cases.

There is a question in court practice whether it is possible to collect compensation for illegal usage of the trademark in double amount of the goods’ value, if the trademark is allocated not on the good, but on the web-page, containing the sale offer of this good.

The usage of the trademark by allocating it not on the good itself, but in the sale offers (including those on the Internet), without permission of the rightholder is considered a trademark infringement and may result in compensation payment from the infringer. 

Compensation may be counted and collected in the following amounts: a) from ten thousand to five million rubles (the final sum is to be defined by court, taking the character of the violation into account) in accordance with subsection 1 section 4 of article 1515 of the Civil Code; b) in the double amount of the trademark usage value based on the price, which is usually collected for the proper usage of the trademark in the similar circumstances (subsection 2 section 4 of article 1515 of the Civil Code).

The following question is suggested for discussion: whether the claim of the rightholder on collecting compensation in the double amount of the goods’ value, on which the trademark is illegally allocated, if the usage of a trademark is illegal, but it is not allocated on the good itself, is to be satisfied (if yes, how should the amount of the compensation be defined?). 
If the assertive answer is given to the stated question we suppose that the information about the price of offered goods allocated on the website can be used. 

5. On defining the number of infringement of one composition in case of its usage on the Internet in various forms or in different ways.

1. Whether the usage of composition, illegally allocated on the website in various forms, should be treated as a multiple infringement of an exclusive right?

Thus, in case of copyright infringement in the form of allocating songs in a text and audio forms or in the form of a ringtone on the website the following question arises: whether the usage of composition in the named forms constitutes independent infringements or they are to be treated as parts of a single violation. 
2. Whether the allocation of one composition (e.g. a photo) on different web-pages of one website is to be treated as a single infringement of an exclusive right or the number of infringements is to be defined based on the number of web-pages, on which such compositions are allocated.
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